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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. Claim 10-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Glassman et al. (US Patent No. 5,299,288) and further in view of Schweikard et al. (US 
Patent No. 6,144,875). 

Claim 10-21: The rejection of claims 10-21 is hereby maintained for the reasons of 
record. The newly added claims are addressed below. 

Claim 22: Glassman teaches a surgical instrument moving sidewides (Figure 1). 
However, Glassman fails to teach the instrument correction. However, Schweikard 
teaches wherein correcting the orientation of the tracked first instrument comprises 
directing the surgical instrument to the target site (Col. 6, Line 39-44) in order to greatly 
improve the efficacy of treatment (Col. 7, Line 8-1 1 ). 

Claim 23: Glassman fails to teach the instrument correction. However, Schweikard 
teaches wherein the tracked first instrument has a first orientation before the target site 
moves off the tracked first instrument's trajectory, wherein the tracked first instrument 
has a second orientation after the correction of the orientation of the tracked first 
instrument (Col. 6, Line 39-44) in order to greatly improve the efficacy of treatment (Col. 
7, Line 8-11). 

Claim 24-26 & 29: Glassman fails to teach a real-time system. Schweikard teaches 
wherein correlating the image coordinate system with the instrument coordinate system 
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comprises correlating in real time the image coordinate system with the instrument 
coordinate system (Col. 4, 64 - Col. 5, Line 3) in order to greatly improve the efficacy of 
treatment (Col. 7, Line 8-11). 

Claim 27: Glassman teaches wherein the force contact sensor is for providing 
feedback to allow the tracked first instrument to apply the constant pressure upon the 
tissue surface of the patient's body (Col. 2, Line 40-41). 

Claim 28: Glassman teaches a robotic surgical system that includes a manipulator arm 
having a surgical tool coupled with a force sensor. The arm is coupled to a controller for 
controllably positioning the surgical tool within a three dimensional coordinate system. 
The system further includes an apparatus for determining the position of the surgical 
tool in the three dimensional coordinate system relative to a volumetric model (Col. 2, 
Line 22-49 & Figure 1 , Elements 32, 38, 24, 28 & 22). Glassman teaches determining if 
the target site has moved and if movement is detected suspends movement of the 
surgical tool (Claim 2). Glassman does not teach the correction of the surgical tool 
trajectory, only to stop the robotic arm when movement is detected. However, 
Schweikard teaches tracking patient motion and correcting the surgical tool (Col. 3, Line 
29-35) relative to the patient based on the detected movement (Col. 7, Line 57-63, 
Claim 23, 32 & 36-37) in order to greatly improve the efficacy of treatment (Col. 7, Line 
8-1 1 ). It would have been obvious to one of ordinary skill in the art to modify the system 
of Glassman to include the patient motion correcting system of Schweikard in order to 
greatly improve the efficacy of treatment (Col. 7, Line 8-1 1 ). Glassman teaches using 
an image capture second instrument to construct an image of the target site that is 
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defined by reference to the image coordinate system (Figure 1 , Element 28 & 52) and 

correlating the image coordinate system with an instrument coordinate system to place 

the target site coordinate in the instrument coordinate system (Figure 1 , Element 38). 

Response to Amendment 

3. The Declaration filed on 01/02/2009 under 37 C.F.R. §1.131 has been 

considered but is ineffective to overcome the Schweikard et al. (US Patent No. 

6,144,875) reference. The Examiner extensively reviewed the submitted Declaration. 

The Examiner asserts the evidence submitted is sufficient to establish a conception of 

the invention prior to the effective date of the Schweikard reference. However, the 

Examiner contends the evidence submitted is insufficient to meet the requirements as 

stated in 37 C.F.R. § 1.131 (b) printed herein for reference: 

The showing of facts shall be such, in character and weight, as to establish 
reduction to practice prior to the effective date of the reference, or conception of 
the invention prior to the effective date of the reference coupled with due 
diligence from prior to said date to a subsequent reduction to practice or to the 
filing of the application. Original exhibits of drawings or records, or photocopies 
thereof, must accompany and form part of the affidavit or declaration or their 
absence must be satisfactorily explained. 

As mentioned above, the Applicant has established conception prior to the effective 

filing date, but has not shown evidence of constructive reduction to practice by that 

date. Instead the Applicant merely states, "We were working on reducing the robotic 

arm and the optical system and other elements of the claimed inventions to practice 

over that entire period and beyond, continuing past the February 25, 2000 filing date of 

Provisional Application 60/185,036". A statement of this sort must refer to particular 

facts, not just be a general assertion. Further the statement and similar statements 
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through the Declaration implies that constructive reduction to practice never occurred 
before the effective filing date of the provisional application. The Examiner notes there 
is confusion with regards to if the Applicant intends to show conception with constructive 
reduction to practice before the effective filing date of the prior art or the Applicant is 
trying to show conception with due diligence. The showing of facts need to be such to 
establish evidence for conception of the invention and evidence for the constructive 
reduction to practice before the effective filing date of the prior art application or 
evidence for conception and evidence showing due diligence until the actual reduction 
to practice [in this case the provisional filing date] (MPEP 715 [R-3]). 

Response to Arguments 

4. Applicant's arguments, see Page 10, filed 01/02/2009, with respect to the Double 
Patenting Rejection have been fully considered and are persuasive. The Double 
Patenting Rejection of Claims 10, 13-14 and 17-19 has been withdrawn. 

5. Applicant's arguments filed 01/02/2009 have been fully considered but they are 
not persuasive. The Applicant submitted a Declaration under 37 C.F.R. § 1 .131 
swearing behind Schweikard et al. (US Patent No. 6,144,875) however the Declaration 
is insufficient. The rejection of Claims 1-22 is hereby maintained and newly added 
Claims 22-29 are also rejected. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HELENE BOR whose telephone number is (571)272- 
2947. The examiner can normally be reached on M-T 8:30am-6:00pm. 



Application/Control Number: 10/610,960 Page 6 

Art Unit: 3768 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Long V. Le can be reached on (571)272-0823. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/H. B./ 

Examiner, Art Unit 3768 



/Eric F Winakur/ 

Primary Examiner, Art Unit 3768 



